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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1,
2, 7 and 8. In an Anendnent After Final (paper nunber 7),

clains 3 and 8 were anended. After subm ssion of the

! Application for patent filed Septenber 2, 1994.
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anmendnent, the exam ner withdrew the indefiniteness rejection
of clains 7 and 8, and the obviousness rejection of claim?2
(paper nunber 8). Accordingly, claim1l renmains before us on
appeal .

In the disclosed filmconveying apparatus, an edge of a
guide plate is urged against an edge of the film The edge of
the guide plate has a larger width than the wi dth of concave
portions formed in the edge of the film

Claim1l reads as foll ows:

1. An information processing apparatus which conveys a
film in which a recording portion is provided, conprising:

i nformati on transfer nmeans for transferring said
information in at | east one of a reading and recordi ng node;

a guide plate on which said information transfer neans is
nount ed, said guide plate being capable of noving close to or
away froma side edge of the filmand having one edge
foll ow ng surface which abuts said side edge of the film and

urging neans for urging the edge follow ng surface of
sai d gui de plate agai nst said side edge of the filmand for
causing said guide plate to followthe filmif the filmis
fishtailing,

a di mension of said edge follow ng surface in a direction
in which the filmis conveyed being | arger than a di nension of
the wi dth of openings of concave portions fornmed in said side
edge of the film

The reference relied on by the exam ner is:
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Bl oenendaal et al. (Bl oenendaal) 5, 400, 200 Mar. 21
1995
(filed Sept. 14, 1992)

Claim1 stands rejected under 35 U.S.C. § 102(e) as being
antici pated by Bl oenendaal or, in the alternative, under 35
U S.C. §8 103 as being obvious over Bl oenendaal .

Reference is nmade to the brief, the anended reply brief
(paper nunber 16) and the answer for the respective positions
of the appellant and the exam ner.

CPI NI ON

We have carefully considered the entire record before us,
and we will reverse the rejections of claiml.

In the statenent of the rejection under 35 U S.C. §
102(e), the exam ner explains (Answer, page 4) that:

Wi | e Bl oenendaal does not explicitly disclose

"concave portions" forned along a filmedge (10),

said portions are deened inherent since photographic

films typically have such concave portions. And
assum ng that these portions are inherent, the size

of said portions, i.e., the "dinension of the width
of openi ngs of concave portions,” is inherently
deened smaller than the width of said edge foll ow ng
surface .

In the statenment of the rejection under 35 U.S.C. § 103,

t he exam ner explains (Answer, page 5) that:
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Assum ng arguendo that the concave portions are
not inherent in Bloenendaal, then it would have been
obvious to one of ordinary skill in the art at the
time the invention was nade to nodify Bl oenendaal by
substituting its filmwith a filmcontaining concave
portions because this is deenmed a nere substitution
of art recogni zed equi val ents, and hence, an
al ternative enbodi nent w thout produci ng new and
unexpected results is obtained .

Furt hernore, assum ng arguendo that the now
nodi fi ed system does not contain concave portions
which are smaller than the recited dinension of the
edge followi ng surface, it would have been obvi ous
to increase the size - the length - of the edge
follow ng surface to inprove the tracking ability of
the head (16) upon playback of the recorded signa
(14) .o

Appel | ant argues (Anmended Reply Brief, pages 2 and 3)

For the inherency doctrine to be applicable to
the instant rejection, it nust be the case that the
Bl oenendaal et al. reference is only directed to the
type of filmw th concave portions al ong the edge.
Bl oenendaal et al. does not disclose filmwth
concave portions, and the Exami ner admits this.
(Paper No. 6, page 5, lines 6-7). However, the one
type of filmthat Bl oenendaal et al. does showis
strai ght-edged, i.e., has no concave portions.

Thus, inherency cannot |egally be used to inport
non-di scl osed fil m having concave portions.

Furt hernore, assum ng arguendo that filns with
concave portions were disclosed in the Bl oenendaa
et al. reference, inherency cannot |legally be used
to allege that the edge foll ower nust be | onger than
concave portions, since there is no show ng of
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record that the edge follower could only be | onger
t han concave portions.

Appel | ant summari zes his position by stating (Brief, pages 4
and 5) that:

Appel I ant respectfully submts that the Exam ner
has failed to set forth a prinma facie case of
obvi ousness or anticipation . . . . The Exam ner’s
conclusion that the filmedge followers 28 and 30
are larger than the width of concave portions which
are not even shown or suggested in the reference is
a "leap of faith" which is wholly unsupported by any
cited reference, and does not neet the standards
required by 8 102 and 8 103 to constitute a prinma
faci e case of unpatentability.

I nasnuch as we agree with appellant’s argunent’s, we wll
reverse the 35 U.S.C. § 102(e) and the 35 U.S.C. § 103

rejections of claiml.

DECI SI ON
The decision of the exam ner rejecting claim21l under 35
US. C 8§ 102(e) and 35 U.S.C. § 103 is reversed.
REVERSED

5
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